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DETAILED ACTION 
Election/Restrictions 

1 . The combination of claim 1 and the subcombination of claim 1 8 are distinct since parallel is 
not equivalent to flat (see page 5 of the specification) and the subcombination need not be used with 
arrays, but no requirement for restriction is made at this time. 

Claim Objections 

2. Claim 12 is objected to under 37 CFR 1.75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. The specification and views show that positioning in strips and 
positioning in a staggered array are alternatives, therefore, the positioning of claim 12 does not 
include the positioning of claim 11. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

4. Claims 8 and 9 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/ or use the invention. While the specification UteraUy describes 
an excitation filter with 80% efficiency in rejecting wavelengths greater than 535 nanometer and with 
80% efficiency in rejecting wavelengths less than 535 nanometer (see page 12) one skilled in the art 
is not enabled to use a fluorescent detection system in which at most 20% of the power of the array 
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of excitation light sources is permitted to reach the samples. The balance of the claims is rejected on 
the basis of their dependence. 
Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a 
foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent or (2) a patent granted on an application for patent 
by another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 

6. Claims 1-6 and 13-16 are rejected under 35 U.S.C. 102(a) as being clearly anticipated by 
Nordman et aL (US20030030804A1). 

With respect to independent claim 1, Nordman etal discloses a fluorescent detection system 
(Fig. 7) comprising an array of light sources 50, and array of detectors 32, and a filter assembly 
comprising an excitation filter 18 positioned as recited and an etnission filter 51 positioned as recited 
in view of the array of samples 58, wherein the excitation filter 18 and the emission filter 51 are 
positioned substantially parallel to each other (paragraph [0074]). 

With respect to dependent claim 2, each sample 58 in the system of Nordman et aL 
corresponds to one excitation light source 50 and two detectors 32. 

With respect to dependent claim 3, each sample 58 in the system of Nordman et aL 
corresponds to two excitation light sources 50, 52 and one detector 32. 
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With respect to dependent claim 4, the two excitation light sources 50, 52 in the system of 
Nordman et ai are narrow band sources (paragraph [0056]) and the one detector 32 is a broad band 
detector (paragraph [0050]). 

With respect to dependent claim 5, the excitation filter 18 in the system of Nordman et aL 
substantially rejects wavelengths outside those of the narrow band sovirces (paragraph [0047]). 

With respect to dependent claim 6, the emission filter 51 in the system of Nordman et aL 
substantially rejects wavelengths of the narrow band sources (paragraph [0059]). 

With respect to dependent claim 13, the system of Nordman etai fiirther comprises an array 
of focusing lenses {e.g.^ 30, see paragraph [0076]). 

With respect to dependent claim 14, each focusing lens 30 in the system of Nordman etai 
corresponds to each sample 58. 

With respect to dependent claim 15, a first set 19 of focusing lenses corresponds to the 
excitation light from source 50 and a second set 30 of focusing lenses corresponds to the fluorescent 
light from sample 58. 

With respect to dependent claim 16, the system of Nordman etai fiirther comprises an array 
of collimating lenses {e.g.^ 24, see paragraph [0076]). 

7. Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Bruno etai 
(US005757014A). 

With respect to independent claim 1, Bruno etai discloses a fluorescent detection system 
(Fig. 6) comprising an array of excitation light sources 10, an array of detectors 13, and a filter 
assembly comprising an excitation filter 15 positioned for excitation light from the excitation sources 
and an emission filter 16 positioned for fluorescent light from an array of samples 4 (Fig. 7), wherein 
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the excitation filter 15 and the emission filter 16 are positioned substantially parallel to each other 
(Fig. 5). 

8. Claims 18, 22-26, 29, and 30 are rejected iinder 35 U.S.C. 102(b) as being clearly anticipated 
by Marsoner etal. (US005157262A). 

With respect to independent claim 18, Marsoner et aL discloses a filter assembly (Fig. 1) 
comprising an excitation filter 10 adapted to condition excitation light 11 firom an excitation light 
source and an emission filter 8 adapted to condition fluorescent light 12 firom a sample 7 wherein 
the excitation filter 10 and the emission filter 8 are formed as alternating portions of the filter 
assembly, and wherein the filter assembly is substantially flat. 

With respect to dependent claim 22, the excitation filter 10 and the emission filter 8 in the 
assembly of Marsoner et aL are part of one substrate 1. 

With respect to dependent claim 23, the excitation filter 10 in the assembly of Marsoner et aL 
comprises a coating on the substrate 1 (column 9, lines 26-28). 

With respect to dependent claim 24, the emission filter 8 in the assembly of Marsoner etaL 
comprises a coating on the substrate 1 (column 9, line 36). 

With respect to dependent claim 25, the substrate 1 of the assembly of Marsoner et aL 
comprises a first layer 10 configured to provide the excitation filter and a second layer 8 configured 
to provide the emission filter. 

With respect to independent claim 26, Marsoner et aL discloses a method of fluorescent 
detection corresponding to the illustrated flat filter assembly provided (Fig. 5) comprising an 
excitation filter 8' and an emission filter 8 which would comprise the steps of providing excitation 
light (from source 2), positioning the excitation light to correspond with the excitation filter 8', 
conditioning the excitation light with the excitation filter, providing a sample 7 adapted to generate 
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fluorescent light when excited by the (conditioned) excitation light 11, positioning the fluorescent 
light 12 to correspond with the emission filter 8, conditioning the fluorescent light with the emission 
filter, and detecting the conditioned fluorescent light (with detector 3). 

With respect to dependent claim 29, the positioning of the excitation light 11 in the method 
of Marsoner etai comprises aligning an array 7, 7' of the samples (column 12, lines 13-18) with an 
array of excitation light sovirces {e,g,^ Fig, 11). 

With respect to dependent claim 30, the positioning of the fluorescent light 12 in the method 
of Marsoner et al. comprises aligning an array 7, 7' of the samples (column 12, lines 13-18) with an 
array of detectors {e.g.^ Fig. 11). 

9. Claims 18, 19, and 26 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Yamada^/tf/. (US006603126B2). 

With respect to independent claim 18, Yamada etal, discloses a filter assembly (Fig. 3) 
comprising an excitation filter 3 adapted to condition excitation light from an excitation light source 
Ua and an emission filter 4 adapted to condition fluorescent light from a sample (paper sheet), 
wherein the excitation filter 3 and the emission filter 4 are formed as altemating portions of the filter 
assembly, and wherein the filter assembly is substantially flat. 

With respect to dependent claim 19, the excitation filter 3 and the emission filter 4 in the 
assembly of Yamada et al. are separate structures coupled together (column 4, lines 35-53). 

With respect to independent claim 26, Yamada et aL discloses a method of fluorescent 
detection corresponding to the illustrated flat filter assembly provided (Fig. 3) comprising an 
excitation filter 3 and an emission filter 4 which wovJd comprise the steps of providing excitation 
light (from source la), positioning the excitation light to correspond with the excitation filter 3, 
conditioning the excitation light with the excitation filter, providing a sample (paper sheet) adapted 
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to generate fluorescent light when excited by the (conditioned) excitation light, positioning the 
fluorescent light to correspond with the emission filter 4, conditioning the fluorescent light with the 
emission filter, and detecting the conditioned fluorescent light (with detector 2a). 
10. Claims 18, 19, and 26 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Chance (US003811777A). 

With respect to independent claim 1 8, Chance discloses a filter assemblyl3 (Fig. 2) 
comprising an excitation filter 14 adapted to condition excitation light firom an excitation light 
source 12 (Fig. 1) and an emission filter 16 adapted to condition fluorescent light firom a sample 30, 
wherein the excitation filter and the emission filter are formed as alternating portions of the filter 
assembly, and wherein the filter assembly is substantially flat. 

With respect to dependent claim 19, the excitation filter and the emission filter are separate 
structures coupled together (Fig. 2). 

With respect to independent claim 26, Chance discloses a method of fluorescent detection 
corresponding to the illustrated flat filter assembly 13 provided (Fig. 1) comprising an excitation 
filter 14 and an emission filter 16 which would comprise the steps of providing excitation light (from 
source 12), positioning the excitation light to correspond with the excitation filter 14 using lenses 21, 
22, conditioning the excitation light with the excitation filter, providing a sample 30 adapted to 
generate fluorescent light when excited by the (conditioned) excitation light, positioning the 
fluorescent light to correspond with the emission filter 16 using light pipe arm 26, conditioning the 
fluorescent light with the emission filter, and detecting the conditioned fluorescent light (with 
detector 20). 
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Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this tide, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

12. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nordman et aL 

(US20030030804A1). 

With respect to dependent claims 7-9, the selection of the filters in the system of Nordman 
et al. is a function of the markers (in samples 58) themselves (paragraph [0059]). Accordingly, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
adjust the properties of the excitation filter 18 and the emission filter 51 to achieve the desired 
performance in excitation of the markers of samples 58 and distinguishing between fluorescence 
peaks. In the absence of an unexpected result, the claim limitations of a particular bound to the 
wavelength passband and of a particular efficiency of rejection and a particular distance between 
passbands are considered to be choices within the ordinary skill in the art encompassed by the 
teachings of Nordman et aL 

13. Claims 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Marsoner et 
aL (US005157262A). 

With respect to dependent claims 27 and 28, although Marsoner et aL does not describe the 
operation of the excitation filter and of the emission filter corresponding to the conditioning steps 
recited, the description of "better separation of the excitation light from the fluorescent light'* 
(colvimn 6, lines 61-62) would have made it obvious to one of ordinary skill in the art at the time the 
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invention was made that the excitation filter rejected wavelengths in a wavelength range of the 
fluorescent light 12 and that the emission filter rejected wavelengths in a wavelength range of the 
excitation light 11. 

14. Claims 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yamada 
ai (US006603126B2). 

With respect to dependent claims 27 and 28, although Yamada et ai does not describe the 
operation of the excitation filter and of the emission filter corresponding to the conditioning steps 
recited, the description of the filters at column 4, lines 35-53 would have made it obvious to one of 
ordinary skill in the art at the time the invention was made that the excitation filter rejected 
wavelengths in a wavelength range of the fluorescent light and that the emission filter rejected 
wavelengths in a wavelength range of the excitation light. 

15. Claims 27 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Chance 
(US003811777A). 

With respect to dependent claims 27 and 28, although Chance does not describe the 
operation of the excitation filter and of the emission filter corresponding to the conditioning steps 
recited, the description of the filters at column 3, lines 63-66) would have made it obvious to one of 
ordinary skill in the art at the time the invention was made that the excitation filter rejected 
wavelengths in a wavelength range of the fluorescent light and that the emission filter rejected 
wavelengths in a wavelength range of the excitation light. 
Response to Submission(s) 

16. This application has been published as US20040178357A1 on September 16, 2004 and again 
as WO 2005/059525A1 (in view of PCT/US2004/041600 claiming priority to this application) on 
June 30, 2005. 
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Allowable Subject Matter 

17. Claims 10-12, 20, and 21 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including aU of the limitations of the base claim 
and any intervening claims. 

18. The following is a statement of reasons for the indication of allowable subject matter: 
although alternately positioned filters are known, for example, in displays, a combination with a 
fluorescent detection system is not suggested; a lattice-form filter coupling in a filter assembly is not 
suggested. 

Conclusion 

19. Any inqviiry concerning this communication or earlier communications from the examiner 
should be directed to Constantine Hannaher whose telephone number is (571) 272-2437. The 
examiner can normally be reached on Monday-Friday with flexible horns. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
David P. Porta can be reached on (571) 272-2444. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov/. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

///J 

1 Constantine Hannaher 

Primary Examiner 



